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2001 ROSS AVENUE AUSTIN
DALLAS, TEXAS BAKU
B AKER BO‘ITS 75201-2980 DALLAS
Lep 214.953.6500 HOUSTON
FAX 214.953.6503 LONDON
NEW YORK
RIYADH
WASHINGTON

April 30, 2003
Christopher W. Kennerly
214.953.6812
FAX 214.661.4899
Via ExPRESS MAIL EV 073006097 US chris kennerly@bakerbotts.com
Assistant Commissioner for Trademarks : 000000 OO0 A
U.S. Patent and Trademark Office
BOX FEE
2900 CryStal Drive U.s. Pate:)(:szOCJ-fflcT)ggail RcptDt. #22
Arlington, VA 22202-3513 o i~

Re:  i2 Technologies US, Inc. v. Maverick Technologies Holdings, I;LC
Serial No: 76/136,255 o)
121 (Stylized) Trademark Opposition
Our File: 020431.1194

Honorable Commissioner:

Enclosed please find an Original and one copy of a Notice of Opposition in the above-
referenced trademark opposition. Also enclosed is our check number 116801 in the required
amount of $300.00 for the filing of the Notice of Opposition. Please charge any fees or post any
refunds to Baker Botts, L.L.P.”s Deposit Account 50-2147/ 020431.1194 in the event it becomes
necessary.

Please acknowledge receipt of this document by stamping and returning the enclosed
postage paid, self-addressed postcard. Your attention to this matter is greatly appreciated. If you
have any questions concerning the enclosed, please do not hesitate to contact me.

Very truly yours,

Ww

Christopher W. Kennerly

CWK:ckp

Enclosures  Check No. 116801
Notice of Opposition w/Exhibits
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Void date: O

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

i2 TECHNOLOGIES US, INC. §
8
OO Opposition No.
Opposer,
04-30-2003 In the matter of:
vs. VS Pt THORTMMSI ROt 22 A pplication Serial No. 76/136,255
§ Mark: I2I (Stylized)
§
MAVERICK TECHNOLOGIES §
HOLDINGS, L1.C § Filed on September 27, 2000
§
Applicant. § Published in the Official Gazette
§ on April 1, 2003

NOTICE OF OPPOSITION

Opposer, i2 TECHNOLOGIES US, INC., a Nevada corporation, ("Opposer"),
having a principal place of business at 11701 Luna Road, Dallas, Texas 75234, believes that it
will be damaged by registration of the mark 121 (Stylized) (the "Opposed Mark") shown in
Application Serial No. 76/136,255, and hereby opposes that application.

As grounds for its opposition, Opposer alleges:

1. Applicant Maverick Technologies Holdings, LLC ("Applicant") seeks
registration of the Opposed Mark, Application Serial No. 76/136,255, for use in connection with
"engineering and consulting services in the fields of information technology, automation,
manufacturing and electronic business, namely, scope development; front-end engineering;
project estimation; bid-package development; engineering project management; enterprise
resource planning systems; manufacturing plant documentation for operations, maintenance,
engineering, service, and training departments; PLC/DCS/HMI

specification/development/configuration; P and ID design/development; control narrative
0772003 TSRIT

05/07/2003 T ,_;ﬁmtmmo1@§etaﬂe§835%})eggrical instrumentation design; electrical instrument specification,

evaluation, and procurement; electrical area classification; high-, medium- and low-voltage

05/07/2003 TSHITH 00000103 76136255

95/97/2803 TSHITH 90000127 76136235
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power distribution design/implementation; hardwired safety interlock design; software safety
interlock design; electrical heat trace design; electrical control cabinet construction; control
cabinet design and layout; network design and layout; computer networking and system
architecture design and implementation; internet and extranet website drafting, design and
development; process simulation/customer acceptance; SQL/custom database
design/configuration; report generation; visual basic development; on-site checkout/startup," in
International Class 42. Applicant filed Application Serial No. 76/136,255 on September 27,
2000, alleging that Applicant began using the 121 (Stylized) mark in commerce in January, 2000.

2. At least as early as March of 1994, before Applicant filed its application to
register the Opposed Mark, or began using that mark, Opposer began using the mark 12 on and in
connection with, among other things, computer software, installation of computer software, and
computer programming for others, all related to managing communications between businesses
over computer networks, including the Internet.

3. Opposer owns incontestable Registration No. 2,072,090 for the mark 12
for use on and in connection with "computer software for use in constraint optimization and the
planning and scheduling of resources; installation of computer software; computer programming
for others; updating and de-bugging of computer software." This mark registered on June 17,
1997 and has been continuously used by Opposer since its adoption in March of 1994. Pursuant
to 15 U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark 12 as of its application
filing date of January 21, 1994. Information regarding this registration is attached hereto as
Exhibit A.

4. Opposer also owns incontestable Registration No. 1,943,519 for the mark
12 TECHNOLOGIES & Design, for use on and in connection with "computer software for
manufacturing, planning, and scheduling; installation, maintenance, and repair of computer
software; and computer programming for others." This mark registered on December 26, 1995,
and has been continuously used by Opposer since its adoption in April of 1994. Pursuant to 15

U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark 12 TECHNOLOGIES &

DAL01:733593.1 2



Design as of its application filing date of May 13, 1994. Information regarding this registration
is attached hereto as Exhibit B.

5. Opposer also owns Registration No. 2,508,786 for the mark 12, for use in
connection with "providing business-to-business information and facilitating e-commerce
transactions on a wide variety of topics via the global computer network and specifically
focusing on optimized supply planning, demand forecasting, inventory policy and control,
production scheduling, ordering, purchase planning, and distribution planning; and business
consultation services in regard to the same.” This mark registered on November 20, 2001 and
has been continuously used by Opposer since its adoption on September 22, 1998. Pursuant to
15 U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark I2 as of its application
filing date of December 14, 1999. Information regarding this registration is attached hereto as
Exhibit C.

6. Opposer has continuously and extensively used the marks identified in
paragraphs 3 - 5 above, and in the attached Exhibits A - C (hereinafter, collectively, the "I2
Marks") on its goods and in connection with its services in interstate commerce, beginning with
the date of adoption of each 12 Mark, and continuing uninterrupted until the present time.

7. Opposer's priority in the I2 Marks precedes the earlier of Applicant's filing
date for and first use of the Opposed Mark.

8. Opposer has expended considerable sums of money developing its "I2"
products and services, and in advertising, promoting and marketing the 12 brand.

9. Due to Opposer’s extensive distribution, sales, and advertising of its goods
and services provided under the 12 Marks, these marks have acquired extensive goodwill and
consumer recognition throughout the United States, and "I[2" has become known throughout the
United States as an indicator of the goods and services provided by Opposer.

Count I - Likelihood of Confusion

10. Opposer hereby incorporates and realleges the allegations contained in

Paragraphs 1-9 of this Notice of Opposition.

DALO1:733593.1 3




11.  Applicant's mark I2I (Stylized) is virtually identical to Opposer's 12
Marks, or the dominant portion of Opposer’s 12 Marks, in sight, sound and commercial
impression. Opposer's 12 Marks and the Opposed Mark are used in connection with related
goods and services. Therefore, Applicant's mark is likely to cause confusion, or to cause
mistake, or to deceive.

12.  On information and belief, Applicant’s services are or will be advertised
and offered in the same or similar channels of trade to the same customers through which
Opposer currently distributes its various goods and services under Opposer’s 12 Marks.
Accordingly, Applicant’s use of the Opposed Mark in connection with engineering and
consulting services in the fields of information technology, automation, manufacturing and
electronic business, is likely to cause consumers to be confused, deceived, or misled into the
mistaken belief that Applicant’s services emanate from, are affiliated with, or are otherwise
related to Opposer, when in fact they are not.

13. For the foregoing reasons, the Opposed Mark is likely to cause confusion,
or to cause mistake, or to deceive.

14.  Thus, Opposer will be damaged and harmed by the use and registration of
the Opposed Mark.

Count I1 - Dilution

15.  Opposer hereby incorporates and realleges the allegations contained in
Paragraphs 1-14 of this Notice of Opposition.

16.  Applicant’s use and registration of the Opposed Mark will lessen the
capacity of Opposer’s famous and distinctive 12 Marks to distinguish and identify Opposer’s
services from those of others, thereby diluting the distinctive quality of said famous and
distinctive marks in violation of 15 U.S.C. § 1125(c). Accordingly, pursuant to Section 2 of the

Trademark Amendments Act of 1999, Applicant’s alleged mark is not entitled to registration.

DALO#:733593.1 4



WHEREFORE, Opposer prays that Application Serial No. 76/136,255 be
rejected, that no registration be issued to Applicant, and that this opposition be sustained in favor
of Opposer.

This Notice of Opposition is being submitted in duplicate along with the requisite

$300.00 fee. Please charge any additional fees required to Deposit Account No. 50-2147 of

Baker Botts L.L.P.
Respectfully submitted,
s

Christopher W. Kennerly

BAKER BOTTS L.L.P.

ATTORNEYS FOR OPPOSER

12 TECHNOLOGIES US, INC.
2001 Ross Avenue | hereby certify that this correspondence is
Suite 600 being deposited with the United States

Postal Service "Express Mail Post Office to

Dallas, Texas 75201-2980 Addressee” service under 37 C.F.R. 1.10 in
(214) 953-6812 an envelope addressed to: Box TTAB Fee,
Date: April o . 2003 Assistant Commissioner for Trademarks,

2900 Crystal Drive, Arlington, VA 22202-
3513, on April 30, 2003.

Name (llbi ) ’ﬁszérQMd

EN 073200090 us
Express Maii Cert. No.
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Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:08:47 ET
Serial Number: 74481997

Registration Number: 2072090

Mark (words only): 12

Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2002-11-07

Filing Date: 1994-01-21

Registration Date: 1997-06-17

Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-11-08

CURRENT APPLICANT(S)/OWNER(S)

1. 12 TECHNOLOGIES US, INC.

Address:

12 TECHNOLOGIES US, INC.

11701 LUNA ROAD

DALLAS, TX 75234

United States

State or Country of Incorporation: Nevada
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

computer software for use in constraint optimization and the planning and scheduling of resources
International Class: 009

First Use Date: 1994-03-05

First Use in Commerce Date: 1994-03-05

Basis: 1(a)

installation of computer software

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta... 4/30/2003



Latest Status Info Page 2 of 3

International Class: 037
First Use Date: 1994-03-05
First Use in Commerce Date: 1994-03-05

Basis: 1(a)

computer programming for others; updating and de-bugging of computer software
International Class: 042

First Use Date: 1994-03-05

First Use in Commerce Date: 1994-03-05

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2002-11-07 - Section 8 (6-year) accepted & Section 15 acknowledged
2002-09-20 - Section 8 (6-year) and Section 15 Filed

2002-09-20 - PAPER RECEIVED

- 1997-06-17 - Registered - Principal Register

1997-03-19 - Allowed for Registration - Principal Register (SOU accepted)
1997-02-05 - Communication received from applicant

1996-11-19 - Communication received from applicant

1996-05-31 - Non-final action mailed

1996-05-24 - Statement of use processing complete

1996-05-24 - Extension 1 granted

1996-03-04 - Extension 1 filed

1996-03-04 - Amendment to Use filed

1995-09-05 - Notice of allowance - mailed

1995-06-13 - Published for opposition

1995-05-12 - Notice of publication

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta... 4/30/2003



‘Latest Status Info

1995-01-26 - Approved for Pub - Principal Register (Initial exam)
1995-01-23 - Examiner's amendment mailed

1994-11-25 - Non-final action mailed

1994-11-03 - Case file assigned to examining attorney
1994-10-03 - Communication received from applicant
1994-07-05 - Non-final action mailed

1994-06-24 - Case file assigned to examining attorney

1994-05-17 - Applicant amendment prior to exam

Page 3 of 3

CONTACT INFORMATION

Correspondent (Owner)
Jerry W. Mills (Attorney of record)

JERRY W. MILLS
BAKER & BOTTS, L.L.P.
2001 ROSS AVENUE
DALLAS, TX 75201-2916
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta... 4/30/2003




Latest Status Info | Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:09:06 ET
Serial Number: 74524273
Registration Number: 1943519

Mark

&

7

i2Technologies

(words only): I 12 TECHNOLOGIES

Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2001-05-22

Filing Date: 1994-05-13

Registration Date: 1995-12-26

Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-09-24

CURRENT APPLICANT(S)YOWNER(S)

1. I2 TECHNOLOGIES, INC.

Address:

12 TECHNOLOGIES, INC.

11701 LUNA ROAD

DALLAS, TX 75234

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=1943519&action=Request+Sta... 4/30/2003




'Latest Status Info

GOODS AND/OR SERVICES

Page 2 of 3

computer software for manufacturing, planning and scheduling
International Class: 009

First Use Date: 1994-04-00

First Use in Commerce Date: 1994-04-00

Basis: 1(a)

installation, maintenance and repair of computer software
International Class: 037

First Use Date: 1994-04-00

First Use in Commerce Date: 1994-04-00

Basis: 1(a)

computer programming for others
International Class: 042

First Use Date: 1994-04-00

First Use in Commerce Date; 1994-04-00

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "TECHNOLOGIES"

PROSECUTION HISTORY

2001-05-22 - Section 8 (6-year) accepted & Section 15 acknowledged
2001-02-28 - Section 8 (6-year) and Section 15 Filed

1995-12-26 - Registered - Principal Register

1995-05-12 - Case file assigned to examining attorney

1995-04-04 - Published for opposition

1995-03-03 - Notice of publication

1994-10-31 - Approved for Pub - Principal Register (Initial exam)
1994-10-19 - Examiner's amendment mailed

1994-10-05 - Case file assigned to examining attorney

CONTACT INFORMATION

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=1943519&action=Request+Sta...

4/30/2003




Latest Status Info Page 3 of 3

Correspondent (Owner)
ROXANNE E. MORGAN (Attorney of record)

ROXANNE E. MORGAN
12 TECHNOLOGIES, INC.
11701 LUNA RD
DALLAS TX 75234
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=1943519&action=Request+Sta... 4/30/2003



Latest Status Info Page 1 of 2

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:09:29 ET
Serial Number: 75871649

Registration Number: 2508786

Mark (words only): 12

Current Status: Registered.

Date of Status: 2001-11-20

Filing Date: 1999-12-14

Registration Date: 2001-11-20

Law Office Assigned: TMEG Law Office 105

If you are the applicant or applicant's attorney and have questions about this file, please contact

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-12-03

CURRENT APPLICANT(S)/OWNER(S)

1. 12 Technologies, Inc.

Address:

i2 Technologies, Inc.

11701 Luna Road

Dallas, TX 75234

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Providing business-to-business information and facilitating e-commerce transactions on a wide variety
of topics via the global computer network and specifically focusing on optimized supply planning,
demand forecasting, inventory policy and control, production scheduling, ordering, purchase planning
and distribution planning; and business consultation services in regard to the same

International Class: 035

First Use Date: 1998-09-22

First Use in Commerce Date: 1998-09-22

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2508786&action=Request+Sta... 4/30/2003




‘Latest Status Info

Basis: 1(a)

Page 2 of 2

ADDITIONAL INFORMATION

Prior Registration Number(s):
1943519
2072090

PROSECUTION HISTORY

2001-11-20 - Registered - Principal Register

2001-05-09 - Extension of time to oppose - Filed

2001-04-10 - Published for opposition

2001-03-28 - Notice of publication

2000-09-29 - Approved for Pub - Principal Register (Initial exam)
2000-06-05 - Communication received from applicant
2000-05-22 - Non-final action mailed

2000-05-10 - Case file assigned to examining attorney

2000-05-02 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Roxanne E. Morgan (Attorney of record)

ROXANNE E. MORGAN
12 TECHNOLOGIES, INC.
11701 LUNA ROAD
DALLAS, TX 75234
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2508786&action=Request+Sta... 4/30/2003




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

12 TECHNOLOGIES US, INC. §
§
§ Opposition No.
Opposer, ]
§ In the matter of:
§
Vs. § Application Serial No. 76/136,255
§ Mark: 12I (Stylized)
§
MAVERICK TECHNOLOGIES §
HOLDINGS, LLC § Filed on September 27, 2000
§
Applicant. § Published in the Official Gazette
§ on April 1, 2003

NOTICE OF OPPOSITION

Opposer, i2 TECHNOLOGIES US, INC., a Nevada corporation, ("Opposer"),
having a principal place of business at 11701 Luna Road, Dallas, Texas 75234, believes that it
will be damaged by registration of the mark I2I (Stylized) (the "Opposed Mark") shown in
Application Serial No. 76/136,255, and hereby opposes that application.

As grounds for its opposition, Opposer alleges:

1. Applicant Maverick Technologies Holdings, LLC ("Applicant") seeks
registration of the Opposed Mark, Application Serial No. 76/136,255, for use in connection with
"engineering and consulting services in the fields of information technology, automation,
manufacturing and electronic business, namely, scope development; front-end engineering;
project estimation; bid-package development; engineering project management; enterprise
resource planning systems; manufacturing plant documentation for operations, maintenance,
engineering, service, and training departments; PLC/DCS/HMI
specification/development/configuration; P and ID design/development; control narrative
definition; detailed electrical instrumentation design; electrical instrument specification,

evaluation, and procurement; electrical area classification; high-, medium- and low-voltage

DALO1:733593.1 1




power distribution design/implementation; hardwired safety interlock design; software safety
interlock design; electrical heat trace design; electrical control cabinet construction; control
cabinet design and layout; network design and layout; computer networking and system
architecture design and implementation; internet and extranet website drafting, design and
development; process simulation/customer acceptance; SQL/custom database
design/configuration; report generation; visual basic development; on-site checkout/startup,” in
International Class 42. Applicant filed Application Serial No. 76/136,255 on September 27,
2000, alleging that Applicant began using the 121 (Stylized) mark in commerce in January, 2000.

2. At least as early as March of 1994, before Applicant filed its application to
register the Opposed Mark, or began using that mark, Opposer began using the mark I2 on and in
connection with, among other things, computer software, installation of computer software, and
computer programming for others, all related to managing communications between businesses
over 'computer networks, including the Internet.

3. Opposer owns incontestable Registration No. 2,072,090 for the mark 12
for use on and in connection with "computer software for use in constraint optimization and the
planning and scheduling of resources; installation of computer software; computer programming
for others; updating and de-bugging of computer software." This mark registered on June 17,
1997 and has been continuously used by Opposer since its adoption in March of 1994. Pursuant
to 15 U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark I2 as of its application
filing date of January 21, 1994. Information regarding this registration is attached hereto as
Exhibit A.

4. Opposer also owns incontestable Registration No. 1,943,519 for the mark
[2 TECHNOLOGIES & Design, for use on and in connection with "computer software for
manufacturing, planning, and scheduling; installation, maintenance, and repair of computer
software; and computer programming for others." This mark registered on December 26, 1995,
and has been continuously used by Opposer since its adoption in April of 1994. Pursuant to 15

U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark 12 TECHNOLOGIES &

DALO1:733593.1 2




Design as of its application filing date of May 13, 1994. Information regarding this registration
is attached hereto as Exhibit B.

5. Opposer also owns Registration No. 2,508,786 for the mark 12, for use in
connection with "providing business-to-business information and facilitating e-commerce
transactions on a wide variety of topics via the global computer network and specifically
focusing on optimized supply planning, demand forecasting, inventory policy and control,
production scheduling, ordering, purchase planning, and distribution planning; and business
consultation services in regard to the same." This mark registered on November 20, 2001 and
has been continuously used by Opposer since its adoption on September 22, 1998. Pursuant to

15 U.S.C. § 1057(c), Opposer enjoys nationwide priority in the mark I2 as of its application
filing date of December 14, 1999. Information regarding this registration is attached hereto as
Exhibit C.

6. Opposer has continuously and extensively used the marks identified in
paragraphs 3 - 5 above, and in the attached Exhibits A - C (hereinafter, collectively, the "I2
Marks") on its goods and in connection with its services in interstate commerce, beginning with
 the date of adoption of each I2 Mark, and continuing uninterrupted until the present time.

7. Opposer's priority in the I2 Marks precedes the earlier of Applicant's filing
date for and first use of the Opposed Mark.

8. Opposer has expended considerable sums of money developing its "I2"
products and services, and in advertising, promoting and marketing the I2 brand.

9. Due to Opposer’s extensive distribution, sales, and advertising of its goods
and services provided under the I2 Marks, these marks have acquired extensive goodwill and
consumer recognition throughout the United States, and "I2" has become known throughout the
United States as an indicator of the goods and services provided by Opposer.

Count I - Likelihood of Confusion

10. Opposer hereby incorporates and realleges the allegations contained in

Paragraphs 1-9 of this Notice of Opposition.

DALO1:733593.1 3




11.  Applicant's mark I2I (Stylized) is virtually identical to Opposer's 12
Marks, or the dominant portion of Opposer’s 12 Marks, in sight, sound and commercial
impression. Opposer's 12 Marks and the Opposed Mark are used in connection with related
goods and services. Therefore, Applicant's mark is likely to cause confusion, or to cause
mistake, or to deceive.

12. On information and belief, Applicant’s services are or will be advertised
and offered in the same or similar channels of trade to the same customers through which
Opposer currently distributes its various goods and services under Opposer’s I2 Marks.
Accordingly, Applicant’s use of ‘the Opposed Mark in connection with engineering and
consulting services in the fields of information technology, automation, manufacturing and
electronic business, is likely to cause consumers to be confused, deceived, or misled into the
mistaken belief that Applicant’s services emanate from, are affiliated with, or are otherwise
related to Opposer, when in fact they are not.

13. For the foregoing reasons, the Opposed Mark is likely to cause confusion,
or to cause mistake, or to deceive.

14. Thus, Opposer will be damaged and harmed by the use and registration of
the Opposed Mark.

Count II - Dilution

15.  Opposer hereby incorporates and realleges the allegations contained in
Paragraphs 1-14 of this Notice of Opposition.

16.  Applicant’s use and registration of the Opposed Mark will lessen the
capacity of Opposer’s famous and distinctive 12 Marks to distinguish and identify Opposer’s
services from those of others, thereby diluting the distinctive quality of said famous and
distinctive marks in violation of 15 U.S.C. § 1125(c). Accordingly, pursuant tb Section 2 of the

Trademark Amendments Act of 1999, Applicant’s alleged mark is not entitled to registration.

DALO1:733593.1 4




WHEREFORE, Opposer prays that Application Serial No. 76/136,255 be
rejected, that no registration be issued to Applicant, and that this opposition be sustained in favor
of Opposer.

This Notice of Opposition is being submitted in duplicate along with the requisite

$300.00 fee. Please charge any additional fees required to Deposit Account No. 50-2147 of

Baker Botts L.L.P.
Respectfully submitted,
Christopher W. Kennerly
BAKER BOTTS L.L.P.
ATTORNEYS FOR OPPOSER
12 TECHNOLOGIES US, INC.
2001 Ross Avenue | hereby certify that this correspondence is
Suite 600 being deposited with the United States
Postal Service "Express Mail Post Office to
Dallas, Texas 75201-2980 Addressee” service under 37 C.F.R. 1.10 in
(214) 953-6812 an envelope addressed to: Box TTAB Fee,
. . Assistant Commissioner for Trademarks,
Date: April £o , 2003 2900 Crystal Drive, Ardlington, VA 22202-

3513, OWQ_, 2003.
Name ' ) /ﬁ[f«léfgﬂfd-

EN 072000047 Uus
Express Mail Cert. No.
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.Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:08:47 ET
Serial Number: 74481997

Registration Number: 2072090

Mark (words only): 12

Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2002-11-07

Filing Date: 1994-01-21

Registration Date: 1997-06-17

Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact

Current Location: 900 -Warehouse (Newington)

Date In Location: 2002-11-08

CURRENT APPLICANT(S)/OWNER(S)

1. 12 TECHNOLOGIES US, INC.

Address:

12 TECHNOLOGIES US, INC.

11701 LUNA ROAD

DALLAS, TX 75234

United States

State or Country of Incorporation: Nevada
Legal Entity Type: Corporation ‘

GOODS AND/OR SERVICES

computer software for use in constraint optimization and the planning and scheduling of resources
International Class: 009

First Use Date: 1994-03-05

First Use in Commerce Date: 1994-03-05

Basis: 1(a)

installation of computer software

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta... 4/30/2003
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International Class: 037
First Use Date: 1994-03-05
First Use in Commerce Date: 1994-03-05

Basis: 1(a)

computer programming for others; updating and de-bugging of computer software
International Class: 042

- First Use Date: 1994-03-05

First Use in Commerce Date: 1994-03-05

Basis: 1(a)

ADDITIONAL INFORMATION

(NOT AVAILABLE)

PROSECUTION HISTORY

2002-11-07 - Section 8 (6-year) accepted & Section 15 acknowledged
2002-09-20 - Section 8 (6-year) and Section 15 Filed

2002-09-20 - PAPER RECEIVED

. 1997-06-17 - Registered - Principal Register

1997-03-19 - Allowed for Registration - Principal Register (SOU accepted)
1997-02-05 - Communication received from applicant

1996-11-19 - Communication received from applicant

1996-05-31 - Non-final action mailed

1996-05-24 - Statement of use processing complete

1996-05-24 - Extension 1 granted

1996-03-04 - Extension 1 filed

1996-03-04 - Amendment to Use filed

1995-09-05 - Notice of allowance - mailed

1995-06-13 - Published for opposition

1995-05-12 - Notice of publication

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta... 4/30/2003




.Latest Status Info

1995-01-26 - Approved for Pub - Principal Register (Initial exam)
1995-01-23 - Examiner's amendment mailed

1994-11-25 - Non-final action mailed

1994-11-03 - Case file assigned to examining attorney
1994-10-03 - Communication received from applicant
1994-07-05 - Non-final action mailed

1994-06-24 - Case file assigned to examining attorney

1994-05-17 - Applicant amendment prior to exam
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CONTACT INFORMATION

Correspondent (Owner)
Jerry W. Mills (Attorney of record)

JERRY W. MILLS
BAKER & BOTTS, L.L.P.
2001 ROSS AVENUE
DALLAS, TX 75201-2916
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2072090&action=Request+Sta...

4/30/2003




. Latest Status Info Page 1 of 3

Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:09:06 ET
Serial Number: 74524273
Registration Number: 1943519

Mark
¥ 4

i2Technotogies
(words only): 1 12 TECHNOLOGIES
Current Status: Section 8 and 15 affidavits have been accepted and acknowledged.
Date of Status: 2001-05-22
Filing Date: 1994-05-13
Registration Date: 1995-12-26

Law Office Assigned: TMEG Law Office 102

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-09-24

CURRENT APPLICANT(S)/OWNER(S)

1. I2 TECHNOLOGIES, INC.

Address:

12 TECHNOLOGIES, INC.

11701 LUNA ROAD

DALLAS, TX 75234

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

http:/ftarr.uspto.gov/servlet/tarr?regser=registration&entry=1943519&action=Request-+Sta... 4/30/2003




. Latest Status Info

GOODS AND/OR SERVICES

Page 2 of 3

computer software for manufacturing, planning and scheduling
International Class: 009

First Use Date: 1994-04-00

First Use in Commerce Date: 1994-04-00

Basis: 1(a)

installation, maintenance and repair of computer software
International Class: 037

First Use Date: 1994-04-00

First Use in Commerce Date: 1994-04-00

Basis: 1(a)

computer programming for others
International Class: 042

First Use Date: 1994-04-00

First Use in Commerce Date: 1994-04-00

Basis: 1(a)

ADDITIONAL INFORMATION

Disclaimer: "TECHNOLOGIES"

PROSECUTION HISTORY

2001-05-22 - Section 8 (6-year) accepted & Section 15 acknowledged
2001-02-28 - Section 8 (6-year) and Section 15 Filed

1995-12-26 - Registered - Principal Register

1995-05-12 - Case file assigned to examining attorney

1995-04-04 - Published for opposition

1995-03-03 - Notice of publication

1994-10-31 - Approved for Pub - Principal Register (Initial exam)
1994-10-19 - Examiner's amendment mailed

1994-10-05 - Case file assigned to examining attorney

CONTACT INFORMATION

http://tarr.uspto.gov/servlet/tarr regser=registration&entry=1943519&action=Request+Sta...

4/30/2003
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Correspondent (Owner)
ROXANNE E. MORGAN (Attorney of record)

ROXANNE E. MORGAN

12 TECHNOLOGIES, INC.
11701 LUNA RD

DALLAS TX 75234 -
United States

http://tarr.uspto.gov/servlet/tarr regser=registration&entry=1943519&action=Request+Sta... 4/30/2003
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Thank you for your request. Here are the latest results from the TARR web server.

This page was generated by the TARR system on 2003-04-30 17:09:29 ET
Serial Number: 75871649

Registration Number: 2508786

Mark (words only): 12

Current Status: Registered.

Date of Status: 2001-11-20

Filing Date: 1999-12-14

Registration Date: 2001-11-20

Law Office Assigned: TMEG Law Office 105

If you are the applicant or applicant's attorney and have questions about this file, please contact
the Trademark Assistance Center at TrademarkAssistanceCenter@uspto.gov

Current Location: 900 -Warehouse (Newington)

Date In Location: 2001-12-03

CURRENT APPLICANT(S)/OWNER(S)

1. 12 Technologies, Inc.

Address:

i2 Technologies, Inc.

11701 Luna Road

Dallas, TX 75234

United States

State or Country of Incorporation: Delaware
Legal Entity Type: Corporation

GOODS AND/OR SERVICES

Providing business-to-business information and facilitating e-commerce transactions on a wide variety
of topics via the global computer network and specifically focusing on optimized supply planning,
demand forecasting, inventory policy and control, production scheduling, ordering, purchase planning
and distribution planning; and business consultation services in regard to the same

International Class: 035

First Use Date: 1998-09-22

First Use in Commerce Date: 1998-09-22

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2508786 &action=Request+Sta... 4/30/2003
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Basis: 1(a)

ADDITIONAL INFORMATION
Prior Registration Number(s):
1943519
2072090
PROSECUTION HISTORY

2001-11-20 - Registered - Principal Register

2001-05-09 - Extension of time to oppose - Filed

2001-04-10 - Published for opposition

2001-03-28 - Notice of publication

2000-09-29 - Approved for Pub - Principal Register (Initial exam)
2000-06-05 - Communication received from applicant
2000-05-22 - Non-final action mailed

2000-05-10 - Case file assigned to examining attorney

2000-05-02 - Case file assigned to examining attorney

CONTACT INFORMATION

Correspondent (Owner)
Roxanne E. Morgan (Attorney of record)

ROXANNE E. MORGAN
12 TECHNOLOGIES, INC.
11701 LUNA ROAD
DALLAS, TX 75234
United States

http://tarr.uspto.gov/servlet/tarr?regser=registration&entry=2508786&action=Request+Sta... 4/30/2003




